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Appellants file this Reply Brief in response to the Supplemental Examiner's Answer 
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This Reply Brief includes all required items according to MPEP 1208 (I). 
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. Status Of The Claims 

Claims 1 through 12 and 16 stand rejected and are subject to this Appeal. A copy of 
Claims 1 through 12 and 16 appear in the Claims Appendix of Appellants Brief. 
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, Grounds of Rejection to be Reviewed on Appeal 

The first and only issue before the Board of Patent Appeals and Interferences is 
whether Claims 1 through 12 and 16 are properly rejected under 35 U.S.C. Section 103(a) as 
being unpatentable over Corvasce et al. (U.S. Patent No. 5,672,639; hereinafter "Corvasce") 
in view of Huynh-Tran et al. (U.S. Publication No. 2003/0152758, hereinafter 
"Huynh-Tran"). 



ARGUMENT 

Claims 1 through 12 and 16 Rejected Under 35 U.S.C. Section 103(a) 

The Remand to the Examiner from the Board of Patent Appeals and Interferences 
decided November 17, 2006 (Appeal 2007-0103) directs the Examiner to i) address 
Appellant's substantive arguments appearing at pages 4 through 6 of Appellants' Brief, and ii) 
evaluate the weight of the Specification data in light of the arguments set forth at pages 6 
through 8 of Appellants 1 Brief. Appellants respond to the Examiner's arguments as follows. 

i) Examiner's Address of Appellant's Substantive Arguments at pages 4 through 6 
In response to the Board's direction to address the substantive arguments at pages 4 

through 6 of the Brief, the Examiner 1 (Supplemental Answer, page 8, section (10), first 
paragraph; page 10, first paragraph) simply repeats the argument presented in the first 
Examiner's Answer mailed June 5, 2006 (at page 6, first paragraph, lines 3 through 10; pages 
6 through 7, section (10), last paragraph bridging). As the Examiner has offered no 
additional argument to support the rejection, Appellants repeat the arguments at pages 4 
through 6 ofthis Brief and again assert that the Examiner has not established prima facie 
obviousness. 

ii) Examiner's Evaluation of Specification Data in Light of Arguments at Pages 6 
through 8 

In response to the Board's direction to evaluate the weight of the specification data, 
the Examiner first states that the unexpected results are "based on comparative data that do 
not commensurate to the scope of the claimed invention and the prior art used for the instant 
rejection." (Supplemental Answer, page 9). It is not clear to Appellants how the claims are 
not commensurate in scope with the showing of unexpected results; the results include data 

1 At page 8, section (10), last paragraph, the Examiner states "Regarding appellants argument 
filed March 29, 2006 (pages 4-6). . ." and proceeds to discuss unexpected results, which were 
in fact discussed at pages 6-8 of the Brief. 



substantially covering the claimed range of the adduct of maleic anhydride and 
polybutadiene. Appellants urge that the claims are therefore fully commensurate in scope 
with the showing of unexpected results. 

The Examiner continues that the presentation of unexpected results "fail[s] to include 
a comparative sample that represents the teachings of Corvasce et al., which is a rubber 
compostion comprising starch, non-maleinized polybutadiene." (Supplemental Answer, page 
9). Appellants urge that the relevant comparison is as presented in the specification: the 
present invention teaching a rubber composition with a diene-based elastomer, a maleinized 
polybutadiene (i.e., an adduct of maleic anhydride and polybutadiene) and the 
starch/plasticizer composite as compared to Corvasce teaching a rubber composition with a 
diene-based elastomer, a silane coupling agent and the starch/plasticizer composite, as 
presented in the Brief at pages 6 through 8. 

It is to be noted that Corvasce's use of a "non-maleinized polybutadiene" i.e., 
"homopolymers of . . . 1,3 butadiene" at column 17, lines 50 through 55 as referenced by the 
Examiner is one of a selection of the diene-based elastomers to which the silane and 
starch/plasticizer composite are additives in a rubber composition. There is no teaching in 
Corvasce that the presence or absence of such "non-maleinized polybutadiene" has any effect 
whatsoever on the successful use of the starch/plasticizer composite in the rubber 
composition; polybutadiene is merely presented as one option in a list of polymers that may 
be used. as the base diene-based elastomer (see Corvasce at column 8, line 31-column 9, line 
39). Indeed, the present specification also allows for the use of polybutadiene as one option 
of a diene-based elastomer (see Specification at page 1 1, line 20 to page 13, line 8). No 
representation is made in any of Corvasce, Huynh-Tran, or the present specification that such 
"non-maleinized polybutadiene" is result-effective. Moreover, it is clearly demonstrated by 
Corvasce that the presence of a silane coupling agent is result-effective in improving the 



properties of a rubber composition including the starch/plasticizer composite (see Corvasce, 
Example I, Table 1 and Example II, Table 2 at columns 12 through 13). It is this teaching of 
Corvasce that is the basis of comparison in the specification and Brief; the relevant 
comparison is therefore between rubber compositions as follows: 

Present Invention : As recited in claim 1 : Diene-Based elastomer, starch/plasticizer 
composite, and adduct of maleic anhydride/polybutadiene; 

Corvasce : Diene-based elastomer, starch/plasticizer composite, and silane coupling 

agent. 

It is to be further noted that beyond disregarding the showing of unexpected results as 
being non-commensurate and non-comparative to the closest prior art Corvasce, the 
Examiner makes no determination as to whether the specification data would be considered 
truly unexpected to one of ordinary skill in the art. Appellants repeat the arguments in the 
Brief at pages 6 to 8 and accordingly urge that the specification data would be considered 
truly unexpected to one of ordinary skill in the art. Appellants again assert that the showing 
of unexpected results is sufficient to obviate any finding of obviousness. 

Based upon the foregoing, Appellants respectfully request reconsideration of the 
pending claims and earnestly solicits a reversal of the Examiner's rejection. 
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Dear Sir: 

Appellants file this Reply Brief in response to the Supplemental Examiner's Answer 
mailed November 28, 2006, which is subsequent to the Remand to the Examiner decided 
November 17, 2006 by the Board of Patent Appeals and Interferences (Appeal 2007-0103). 
This Reply Brief includes all required items according to MPEP 1208 (I). 



Status Of The Claims 

Claims 1 through 12 and 16 stand rejected and are subject to this Appeal. A copy of 
Claims 1 through 12 and 16 appear in the Claims Appendix of Appellant's Brief. 



Grounds of Rejection to be Reviewed on Appeal 

The first and only issue before the Board of Patent Appeals and Interferences is 
whether Claims 1 through 12 and 16 are properly rejected under 35 U.S.C. Section 103(a) as 
being unpatentable over Corvasce et ah (U.S. Patent No. 5,672,639; hereinafter "Corvasce") 
in view of Huynh-Tran et al. (U.S. Publication No. 2003/0152758, hereinafter 
"Huynh-Tran"). 



ARGUMENT 

Claims 1 through 12 and 16 Rejected Under 35 U.S.C. Section 103(a) 

The Remand to the Examiner from the Board of Patent Appeals and Interferences 
decided November 17, 2006 (Appeal 2007-0103) directs the Examiner to i) address 
Appellant's substantive arguments appearing at pages 4 through 6 of Appellants' Brief, and ii) 
evaluate the weight of the Specification data in light of the arguments set forth at pages 6 
through 8 of Appellants' Brief. Appellants respond to the Examiner's arguments as follows. 

i) Examiner's Address of Appellant's Substantive Arguments at pages 4 through 6 
In response to the Board's direction to address the substantive arguments at pages 4 

through 6 of the Brief, the Examiner 1 (Supplemental Answer, page 8, section (10), first 
paragraph; page 1 0, first paragraph) simply repeats the argument presented in the first 
Examiner's Answer mailed June 5, 2006 (at page 6, first paragraph, lines 3 through 10; pages 
6 through 7, section (10), last paragraph bridging). As the Examiner has offered no 
additional argument to support the rejection, Appellants repeat the arguments at pages 4 
through 6 of this Brief and again assert that the Examiner has not established prima facie 
obviousness. 

ii) Examiner's Evaluation of Specification Data in Light of Arguments at Pages 6 
through 8 

In response to the Board's direction to evaluate the weight of the specification data, 
the Examiner first states that the unexpected results are "based on comparative data that do 
not commensurate to the scope of the claimed invention and the prior art used for the instant 
rejection." (Supplemental Answer, page 9). It is not clear to Appellants how the claims are 
not commensurate in scope with the showing of unexpected results; the results include data 

1 At page 8, section (10), last paragraph, the Examiner states "Regarding appellants argument 
filed March 29, 2006 (pages 4-6). . ." and proceeds to discuss unexpected results, which were 
in fact discussed at pages 6-8 of the Brief. 



substantially covering the claimed range of the adduct of maleic anhydride and 
polybutadiene. Appellants urge that the claims are therefore fully commensurate in scope 
with the showing of unexpected results. 

The Examiner continues that the presentation of unexpected results "fail[s] to include 
a comparative sample that represents the teachings of Corvasce et ah, which is a rubber 
compostion comprising starch, non-maleinized polybutadiene." (Supplemental Answer, page 
9). Appellants urge that the relevant comparison is as presented in the specification: the 
present invention teaching a rubber composition with a diene-based elastomer, a maleinized 
polybutadiene (i.e., an adduct of maleic anhydride and polybutadiene) and the 
starch/plasticizer composite as compared to Corvasce teaching a rubber composition with a 
diene-based elastomer, a silane coupling agent and the starch/plasticizer composite, as 
presented in the Brief at pages 6 through 8. 

It is to be noted that Corvasce's use of a "non-maleinized polybutadiene" i.e., 
"homopolymers of . . . 1,3 butadiene" at column 17, lines 50 through 55 as referenced by the 
Examiner is one of a selection of the diene-based elastomers to which the silane and 
starch/plasticizer composite are additives in a rubber composition. There is no teaching in 
Corvasce that the presence or absence of such "non-maleinized polybutadiene" has any effect 
whatsoever on the successful use of the starch/plasticizer composite in the rubber 
composition; polybutadiene is merely presented as one option in a list of polymers that may 
be used as the base diene-based elastomer (see Corvasce at column 8, line 31 -column 9, line 
39). Indeed, the present specification also allows for the use of polybutadiene as one option 
of a diene-based elastomer (see Specification at page 11, line 20 to page 13, line 8). No 
representation is made in any of Corvasce, Huynh-Tran, or the present specification that such 
"non-maleinized polybutadiene" is result-effective. Moreover, it is clearly demonstrated by 
Corvasce that the presence of a silane coupling agent is result-effective in improving the 



properties of a rubber composition including the starch/plasticizer composite (see Corvasce, 
Example I, Table 1 and Example II, Table 2 at columns 12 through 13). It is this teaching of 
Corvasce that is the basis of comparison in the specification and Brief; the relevant 
comparison is therefore between rubber compositions as follows: 

Present Invention : As recited in claim 1 : Diene-Based elastomer, starch/plasticizer 
composite, and adduct of maleic anhydride/polybutadiene; 

Corvasce : Diene-based elastomer, starch/plasticizer composite, and silane coupling 

agent. 

It is to be further noted that beyond disregarding the showing of unexpected results as 
being non-commensurate and non-comparative to the closest prior art Corvasce, the 
Examiner makes no determination as to whether the specification data would be considered 
truly unexpected to one of ordinary skill in the art. Appellants repeat the arguments in the 
Brief at pages 6 to 8 and accordingly urge that the specification data would be considered 
truly unexpected to one of ordinary skill in the art. Appellants again assert that the showing 
of unexpected results is sufficient to obviate any finding of obviousness. 

Based upon the foregoing, Appellants respectfully request reconsideration of the 
pending claims and earnestly solicits a reversal of the Examiner's rejection. 
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Status Of The Claims 

Claims 1 through 12 and 16 stand rejected and are subject to this Appeal. A copy of 
Claims 1 through 12 and 16 appear in the Claims Appendix of Appellant's Brief. 



Grounds of Rejection to be Reviewed on Appeal 

The first and only issue before the Board of Patent Appeals and Interferences is 
whether Claims 1 through 12 and 16 are properly rejected under 35 U.S.C. Section 103(a) as 
being unpatentable over Corvasce et al. (U.S. Patent No. 5,672,639; hereinafter "Corvasce") 
in view of Huynh-Tran et al. (U.S. Publication No. 2003/0152758, hereinafter 
"Huynh-Tran"). 



ARGUMENT 

Claims 1 through 12 and 16 Rejected Under 35 U.S.C. Section 103(a) 

The Remand to the Examiner from the Board of Patent Appeals and Interferences 
decided November 17, 2006 (Appeal 2007-0103) directs the Examiner to i) address 
Appellant's substantive arguments appearing at pages 4 through 6 of Appellants' Brief, and ii) 
evaluate the weight of the Specification data in light of the arguments set forth at pages 6 
through 8 of Appellants' Brief. Appellants respond to the Examiner's arguments as follows. 

i) Examiner's Address of Appellant's Substantive Arguments at pages 4 through 6 
In response to the Board's direction to address the substantive arguments at pages 4 

through 6 of the Brief, the Examiner 1 (Supplemental Answer, page 8, section (10), first 
paragraph; page 10, first paragraph) simply repeats the argument presented in the first 
Examiner's Answer mailed June 5, 2006 (at page 6, first paragraph, lines 3 through 10; pages 
6 through 7, section (10), last paragraph bridging). As the Examiner has offered no 
additional argument to support the rejection, Appellants repeat the arguments at pages 4 
through 6 of this Brief and again assert that the Examiner has not established prima facie 
obviousness. 

ii) Examiner's Evaluation of Specification Data in Light of Arguments at Pages 6 
through 8 

In response to the Board's direction to evaluate the weight of the specification data, 
the Examiner first states that the unexpected results are "based on comparative data that do 
not commensurate to the scope of the claimed invention and the prior art used for the instant 
rejection." (Supplemental Answer, page 9). It is not clear to Appellants how the claims are 
not commensurate in scope with the showing of unexpected results; the results include data 

1 At page 8, section (10), last paragraph, the Examiner states "Regarding appellants argument 
filed March 29, 2006 (pages 4-6). . ." and proceeds to discuss unexpected results, which were 
in fact discussed at pages 6-8 of the Brief. 
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substantially covering the claimed range of the adduct of maleic anhydride and 
polybutadiene. Appellants urge that the claims are therefore fully commensurate in scope 
with the showing of unexpected results. 

The Examiner continues that the presentation of unexpected results "fail[s] to include 
a comparative sample that represents the teachings of Corvasce et al., which is a rubber 
compostion comprising starch, non-maleinized polybutadiene." (Supplemental Answer, page 
9). Appellants urge that the relevant comparison is as presented in the specification: the 
present invention teaching a rubber composition with a diene-based elastomer, a maleinized 
polybutadiene (i.e., an adduct of maleic anhydride and polybutadiene) and the 
starch/plasticizer composite as compared to Corvasce teaching a rubber composition with a 
diene-based elastomer, a silane coupling agent and the starch/plasticizer composite, as 
presented in the Brief at pages 6 through 8. 

It is to be noted that Corvasce's use of a "non-maleinized polybutadiene" i.e., 
"homopolymers of . . . 1,3 butadiene" at column 17, lines 50 through 55 as referenced by the 
Examiner is one of a selection of the diene-based elastomers to which the silane and 
starch/plasticizer composite are additives in a rubber composition. There is no teaching in 
Corvasce that the presence or absence of such "non-maleinized polybutadiene" has any effect 
whatsoever on the successful use of the starch/plasticizer composite in the rubber 
composition; polybutadiene is merely presented as one option in a list of polymers that may 
be used as the base diene-based elastomer (see Corvasce at column 8, line 31 -column 9, line 
39). Indeed, the present specification also allows for the use of polybutadiene as one option 
of a diene-based elastomer (see Specification at page 11, line 20 to page 13, line 8). No 
representation is made in any of Corvasce, Huynh-Tran, or the present specification that such 
"non-maleinized polybutadiene" is result-effective. Moreover, it is clearly demonstrated by 
Corvasce that the presence of a silane coupling agent is result-effective in improving the 



properties of a rubber composition including the starch/plasticizer composite (see Corvasce, 
Example I, Table 1 and Example II, Table 2 at columns 12 through 13). It is this teaching of 
Corvasce that is the basis of comparison in the specification and Brief; the relevant 
comparison is therefore between rubber compositions as follows: 

Present Invention : As recited in claim 1 : Diene-Based elastomer, starch/plasticizer 
composite, and adduct of maleic anhydride/polybutadiene; 

Corvasce : Diene-based elastomer, starch/plasticizer composite, and silane coupling 

agent. 

It is to be further noted that beyond disregarding the showing of unexpected results as 
being non-commensurate and non-comparative to the closest prior art Corvasce, the 
Examiner makes no determination as to whether the specification data would be considered 
truly unexpected to one of ordinary skill in the art. Appellants repeat the arguments in the 
Brief at pages 6 to 8 and accordingly urge that the specification data would be considered 
truly unexpected to one of ordinary skill in the art. Appellants again assert that the showing 
of unexpected results is sufficient to obviate any finding of obviousness. 

Based upon the foregoing, Appellants respectfully request reconsideration of the 
pending claims and earnestly solicits a reversal of the Examiner's rejection. 
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